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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E0 Responsive to communication(s) filed on 06 March 2006 . 
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DETAILED ACTION 

Applicants amend independent claim 1 and cancel claims 7-10. 

Response to Amendment 
Upon the present amendment all claims 2-6 and the new claims 11-19 are depending 
on the process claim 1 . All claims disclose a process foe continuous production of a 
water-absorbent resin. 
New search has been made. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 1 1-15 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over EP 0 885 917 A2 . 

Reference EP 0 885 917 (hereinafter EP'917) has been discussed in the office action 
mailed on 12/06/2005 under 35 U.S.C. 102(b) rejection. 
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Upon the amendment, the claimed invention is a process for continuous production of a 
water-absorbent resin product, wherein the water-absorbent resin comes being 
continuously produced via a classification step and a surface-modification step following 
a step of polymerization a monomer and a step of drying, wherein the water-absorbent 
resin has a mass-average particle diameter of 200 to 700microns (according to JIS- 
standardizing sieves) after the classification, and contains particles of not smaller than 
1,000 microns (according to JlS-standardized sieves) in the range of less than 5.0 mass 
%, which comprises the following steps of: (A) measuring a water-absorbent resin; (B) 
separating a predetermined amount of water-absorbent resin (a) from the water- 
absorbent resin that comes being continuously produced specified in the claim; and (C) 
mixing at least a portion of the of the separated predetermined amount of water- 
absorbent resin (a) into a water-absorbent resin that comes being continuously 
produced via a classification step and/or a surface-modifying step on the same or 
another production line. 

EP'917 discloses a process for producing a water-absorbent resin granule. A water- 
absorbent resin is produced by polymerizing the hydrophilic monomers preferably 
comprising acrylic acid by aqueous solution polymerization, page 5, lines 1-58. The 
water-absorbent resin is in a particulate form and the size of the water-absorbent resin 
is not especially limited. The average particle diameter of the water-absorbent resin 
(primary particle) is more preferably 200 to 600 microns and said water-absorbent resin 
primary particle contains substantially no particle larger than 1 ,000 microns, page 6, 



Application/Control Number: 1 0/724,895 Page 4 

Art Unit: 1711 

lines 34-46. The water-absorbent resin composition was classified into 300 to 850 
microns with a JIS standard sieve, page 23, line 17. The polymerized monomer and 
particle size distribution are readable in the present claims 1 . 6 and 1 1 . The water- 
absorbent resin powder was classified with a sieve of the mesh size of 850 microns and 
150 microns, page 24, lines 6-13. The resin powder of 850 microns to 150 microns is 
readable in the new claim 1 1 . The particle size distribution is the same that in the 
present claims . The resultant finely-particulated hydrogel polymer was spread on a wire 
net with a mesh size of 300 microns (equivalent to 50 mesh designation) and then dried, 
and then classified with a mesh of 850 microns, page 24, lines 4-6. The water- 
absorbent resin powder showed a water absorption capacity of 42 g/g and a water- 
soluble content of 10 % by weight, page 24, lines 12-13; the example 1-1 (particle 
mixture) at page 27 shows a water absorption capacity (g/g) is 33 and absorption 
capacity under load (g/g) is 27, for the present claims 1 and 5 . Thus, EP'917 discloses 
particle size distribution and a predetermined property . The step (A) measuring a 
water-absorbent resin by its predetermined property and/or predetermined component 
content after the classification step and/or a surface-modifying step is inherent and 
readable in EP'917 . The claimed step (B) for separating a predetermined amount of 
water-absorbent resin (a) is readable in EP'917 at page 16, lines 28-30 and page 20, 
lines 50-58. EP'917 discloses pulverizing step and then classified into a desired 
objective particles . Any definite value of the predetermined property is readable in the 
present claim 1. EP'917 discloses a step of supplying a water-absorbent resin powder 
and an aqueous liquid into a continuous extrusion mixer and mixing, page 4, lines 29- 
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34; page 7, lines 16-17 and 51-53. Therefore, EP'917 does disclose the claimed step 
(C) mixing at least portion of the water-absorbent resin powder and the aqueous liquid 
wherein the aqueous liquid is the binder, page 7, line 52. Also, EP'917 discloses that 
for the purpose of enhancing the absorption speed/capacity the particles are surface- 
crosslinked=surface-modified, page 16, lines 35-58. The water-absorbent resin may be 
a self-crosslinking type which does not need any crosslinking agent, but preferable a 
crosslinking agent can be used, page 5, lines 52-53 and page 6, lines 1-20. The 
crosslinking agents such as ethylene glycol, polyethylene glycol orN.N- 
methylenebis(meth)acrylamide, page 6, lines 3 and 7, can be used for producing a 
surface-crosslinking property, page 20, line 58 and page 21, lines 1-15. The surface- 
modifying step is readable in the present claim 4 . Since the water-absorbent resin can 
be formed from polymerizing acrylic acid and the crosslinking agent can be ethylene 
glycol, polyethylene glycol or N,N-methylenebis(meth)acrylamide, thus the dehydration 
esterification and/or dehydration amidation step is inherent in EP'917 for the present 
claim 14 . EP'917 does disclose the claimed step (A), (B) and (C). The claimed 
process for continuous production of a water-absorbent resin is fully anticipated by the 
disclosure of EP'917. 

EP'917 does not use term "production line" in the present claim 2. However, the 
"production line" is depending on the technical equipment. It is reasonable to presume 
that a process for producing a water-absorbent resin granule is carried out in the 
production line since EP'917 discloses a continuous granulation process when the 
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water-absorbent resin powder and the aqueous liquid are supplied into the continuous 
extrusion mixer and mixed therein, page 20, lines 35-37. It is a burden on the 
applicants to provide the difference in order to overcome this rejection under In re 
Fitzgerald 205 USPQ 594. 

EP'917 does not disclose the production of the water-absorbent resin per line being not 
less than 20 1 (metric tons)/day, for the new claim 13. It is reasonable to presume that a 
production per line/per day can be obtained in EP'917 because EP'917 discloses the 
same process for producing a water-absorbent resin granule, and because the 
production per line/per day is depending on the technical equipment. It is a burden on 
the applicants to provide the difference in order to overcome this rejection under In re 
Fitzgerald 205 USPQ 594. 

3. Claims 1-6 and 11-15 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Dairoku et al U.S. Patent 
6,228,930. 

Reference Patent 6,228,930 belongs to the patent family to EP 0 885 917. All 
discussions to EP'917 in the paragraph 2 above are adequately applied to Patent 

6,228,930. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

EPO 885 917 A2 as applied to claim 1-6 and 11-16 above as individual reference or 

further in view of Uenaka et al U.S. Patent 5,468,813 or Imahashi U.S. Patent 

6,107,385. 

In addition to the discussion in the paragraph 2 above, EP'917 discloses the absorption 
capacity being 33 g/g and absorption capacity under load being 27 g/g, page 27, line 
30, example 1-1. The water-absorbent resin composition was classified into 300 to 850 
microns with a JIS standard sieve , page 23, line 17. A mass-average particle diameter 
of 300 to 600 microns is readable in a pulverized water-absorbent resin powder (A) with 
an average particle diameter of 300 microns in EP'917, page 24, line 7. 
The difference between the present claims 16-17 and EP'917 is that the amount of the 
water-absorbent resin (a) separated in the step (B) of not larger than 10 mass % is 
mixed with the water-absorbent resin. It would have been obvious to one of ordinary 
skill in the art to consider that by the controlled process steps for producing a water- 
absorbent resin in EP'917 the desired content of the resin particle in a separated step 
(B) can be selected since it is required only ordinary skill of a worker in the art. 
Also, the difference is that EP'917 discloses the particle smaller than 150 microns being 
presence in the amount of 15% by weight, page 24, line 8, whereas the present claim 
18 (5) requires a fine powder (smaller than 150 microns) content of less than 5.0 mass 
%. 
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It would have been obvious to one of ordinary skill in the art to modify a process for 
producing a water-absorbent resin powder in EP'917 such that an amount of the fine 
powder (smaller than 150 microns) can be reduced to an amount of less than 5.0 mass 
% since the resulting dry granule can be pulverized and classified to the desired particle 
diameter size and, thereby obtain the claimed requirement. 

EP'917 does not disclose the technique for measuring particle diameters by a laser 
diffraction scattering method. 

Uenaka'813 and lmahashi'385 disclose a laser diffraction scattering method for 
measuring a particle diameter of 0.3 to microns in Uenaka, col. 2, lines 35-37 and of 0.4 
to 2 microns in Imahashi, col. 4, lines 4-5. 

It would have been obvious to one of ordinary skill in the art to use a laser diffraction 
scattering method as disclose in Uenaka invention or Imahashi for measuring the 
particle diameter of water-absorbent resin granule in EP'917 because said laser 
diffraction scattering method can be used for measuring a particle diameter of any 
organic or inorganic particles. 

6. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dairoku et al U.S. Patent 6,228,930 as applied to claims 1-6 and 11-15 above taken as 
individual reference or further in view of Uenaka et al U.S. Patent 5,468,813 or Imahashi 
U.S. Patent 6,107,385. 



Application/Control Number: 10/724,895 Page 9 

Art Unit: 1711 

Reference Patent 6,228,930 to Dairoku belongs to the patent family to EP 0 885 917. 
All discussions in the paragraphs 2-4 above to EP'917 are adequately applied to Patent 
6,228,930. 

Response to Arguments 

Applicant's arguments filed 03/06/2006 have been fully considered but they are not 
persuasive. Argument is that EP'917 does not disclose the claimed steps (A), (B) and 
(C). Specifically, the applicants argue that EP'917 does not disclose classification step 
and a step of mixing of the water-absorbent resin (a) with a water-absorbent resin that 
comes being continuously produced via a classification step and/or a surface-modifying 
step being carried out in the production line of claim 2 (Remarks page 1 1). EP'917 has 
been discussed above in detail. The arguments are not persuasive. EP'917 does 
disclose the claimed steps (A), (B) and (C). Any production line is readable in the 
present claim 2. "A production line" is depending on the technical equipment. The 
production per line/per day is inherent in EP'917 invention. It is a burden on the 
applicants to provide the difference in order to overcome this rejection under In re 
Fitzgerald 205 USPQ 594. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The closest referent U.S. Patent 6,228,930 belongs to the family 
patent to EP 0885917. References have been discussed above. 
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8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olga Asinovsky whose telephone number is 571-272- 
1066. The examiner can normally be reached on 9:00 to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



James J. Seidleck 
Sipervlsory Patent Examiner 
Technology Center 1700 




Application/Control Number: 10/724,895 



Page 1 1 



Art Unit: 1711 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Olga Asinovsky 
Examiner 
Art Unit 1711 



May 03, 2006 



